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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 09 September 2005 . 
2a)D This action is FINAL 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 50-54 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) M Claim(s) 50-54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Art Unit: 3738 

Status of the Claims 

Claims 1-49 have been canceled. New claims 50-54 filed herewith are copies of 
claims 62- 66 from the parent application of the present case co-pending Patent 
Application Serial Number 10/615.727. Applicant correctly identified that the Office 
Action mailed August 10, 2005 for Patent Application Serial Number 10/615,727 
indicated that claims 62-66 were allowable. However, in view of a new search and 
review of the claims, the indication of the allowability of the claims has been withdrawn 
and a new rejection to the claims follows. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 50-52,54 are rejected under 35 U.S.C. 102(b) as being anticipated by Fitz 
(Re 36758). 

Fitz discloses a prosthesis for the replacement of at least a portion of the bone of 
a facet located on a mammalian vertebra comprising: a surface that articulates with 
another facet surface; a fixation portion that is configured for implantation in an interior 
bone space of said vertebra, said surface being connected to said fixation portion. See 
figures 3 and 4. Note prosthesis portion 50 and 40 with fixation portions 58,60 and 48. 



Application/Control Number: 10/658,507 



Page 3 



Art Unit: 3738 

Claim 51, see fixation portions 58,60 and 48 adapted to be fitted into the interior 
bone space of a pedicle. 




FIG. 3 




FIG. 4 



Claim 52, see porous coating 44 amd 66. 

The adhesion of cither the superior ccrapooeot 40 or the 
inferior component 50 cr bosh to the underlying bone may 
be enhanced by applying a porous coating 44 and 66, 
respectively, to the inner surface of the superior component 
43 or to the inner surface of the inferior component 64. In 
the preferred embodiment of this inventioQ the porous 
material is of the same material as the component to which 
it is applied. There are many methods known to those skilled 
in the art for producing; the porous coating. For example, the 
porous coating can be made up of small spherical particles 
thai arc attached to the interior surface by methods well 
known in the art. The porous coaling w£fl allow for bony 
ingrowth to occur Bad to firmly attach the component to the 
underlying bone. 
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Claim 54, see column 2, lines 3+. 



Each component of the device of this invention is made of 
a biocompatible material such as stainless steel, unalloyed 
titanium, or a titamum«aliiimmun alloy, Hie elongated side 
of the inferior component has a low coefficient of friction so 
thai it ofifers minimal resistance so the movement of the 
superior component. This may be accomplished by coating 
the outer surface of the elongated side with cither polished 
' chrome or a Motion reducing maxeri&l such as a medical- 
gra.de high density polycthyicoc 



Claims 50-52,54 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Vitale (5683466) 

Vitale discloses a prosthesis for the replacement of at least a portion of the 
articular surface of a bone comprising: a surface that articulates with another 
complimentary surface; a fixation portion that is configured for implantation in an interior 
bone space, said surface being connected to said fixation portion. See figure 2. Note 
prosthesis portion 26 and 20 with fixation portion 22. 




FIG. 2 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fitz (Re 
36758) or Vitale (5683466) as applied to claim 50 above, and further in view of 
Davidson (5348026) or Bowman et al (4950270). 

Davidson and Bowman teach the concept for coating a osteo-screw with a 
coating of osteoinductive substance to reduce the tendency for stress concentration and 
promote new tissue attachment. To coat the screw of Fitz or Vitale with an 
osteoinductive material to reduce the likelihood of failure of the fixation of the implant 
would have been obvious to one with ordinary skill in the art from the teachings of 
Davidson or Bowman et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID J. ISABELLA whose telephone number is 571- 

272- 4749. The examiner can normally be reached on MONDAY-FRIDAY. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CORRINE MCDERMOTT can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) cp7Ar2^2-1000. 
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